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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 02 August 2001 and December 26. 2001 . 
2a)Q This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 ( 453 O.G. 213. 
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5) D Claim(s)' is/are allowed. ' fW^ fa 

6) ^ Claimfe) 1-22 is/are rejected. Avu, N\oQ\Hf 

1)U Claim(s) is/are objected to. PoJtj^t T<Ly- 

8) D Claim(s) are subject to restriction and/or election requirement. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. , 

a) □ The translation of the foreign language provisional application has been received. 

14) |g] Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 
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DETAILED ACTION 



1 . Applicant's Pre-Amendment dated December 26, 2001 has been received. 



2. This application discloses and claims only subject matter disclosed in prior 
Application No. 09/041,433, filed on 03/12/1998, now US Patent no.6,289,346, and 
names an inventor or inventors named in the prior application. This application therefore 
constitutes a continuation or division in accordance to 35 U.S.C. 120 and 37 CFR 1.78. 
Applicant's desire to obtain the benefit of the filing date of the prior application has been 



3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .1 30(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



Priority 



granted. 



Double Patenting 



• 



• 



Application/Control Number: 09/919,912 



Page 3 



Art Unit: 2175 

4. Claims 1 -22 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-21 of U.S. Patent No. 
6,289,346. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because of the following reasons: 



With regards to claim 1 of the present application, claim 1 of the cited patent 
recites (column 8, lines 35-52) the following: 



(a) A method for searching for an archived version of a broadcasted item of 
interest comprising the steps of: 

(b) displaying said broadcasted item of interest on a broadcast television 
network to a viewer; 

(c) querying a data network to determine whether said broadcast item of interest 
is archived: 

(d) providing identification information for said broadcasted item of interest 
and the viewer to a data network server; 

(e) identifying ah archival address for said archived version of said 
broadcasted item of interest, said archived version of said broadcasted item of 
interest substantially replicating said broadcasted item of interest and said 
archived version of said broadcasted item of interest being stored on a data 
network , 

(f) notifying the viewer of said archival address; and transmitting said 
archival address for said archived version of said broadcasted item of interest 
to the viewer. 



Claim 1 of the instant application omits the expression -- version of a broadcasted- 
from step 'a 1 as shown in underlined italic to yield the current step. It replaces the 
expression displaying said broadcasted- by -viewing an- and -broadcast television 



I 
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network- by -first medium- in step *b' to yield the current step. It further omits the step 
'c\ It omits —broadcasted-- and -data- from step 'd' above to yield the current step. It 
omits -broadcasted- and -substantially... archived... item of interest- and replaces - 
data network- by --second medium- to yield to current step. It would have been 
obvious to one of ordinary skill in the art of searching at the time the invention was 
made to modify the cited steps as indicated above since the omission or addition of the 
cited limitations would have not changed the process according to which an archived 
item of interest are being searched in an archival (i.e. a file repository, database etc.). It 
has been held that omission of an element and its function in a combination where the 
remaining elements perform the same functions as before involves only routine skill in 
the art. In re Karlson, 136 USPQ 184 (CCPA 1963). 

As to claim 2 of the present application, claim 2 of cited patent recites (column 8, 
lines 53-55) the following: 

2. The method of claim 1 further comprising the step of bookmarking said archival address on 
a personal computer of the viewer. 

As to claim 3 of the present application, claim 3 of cited patent recites (column 8, 
lines 56-59) the following: 



3. The method of claim 1 wherein said step of providing identification information for said 
broadcasted item of interest includes providing information specifying a particular segment of 
said broadcasted item of interest. 
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As to claim 4 of the present application, claim 4 of cited patent recites (column 8, 
lines 59-63) the following: 

4. The method of claim 3 wherein said information specifying a particular segment of said 
broadcasted item of interest is a time of viewing said particular segment. 

As to claim 5 of the present application, claim 5 of cited patent recites (column 8, 
lines 62-65) the following: 

5. The method of claim 1 wherein said step of providing identification information for said 
broadcasted item of interest to said data network server comprises the step of sending an 
electronic mail message to said data network server. 

As to claim 6 of the present application, claim 6 of cited patent recites (column 8, 
lines 66-67; column 9,lines 1-3) the following: 

6. The method of claim 1 wherein said step of providing identification information for said 
broadcasted item of interest to said data network server comprises the step of orally 
communicating said identification information to said data network server. 

As to claim 7 of the present application, claim 7 of cited patent recites (column 9, 
lines 4-5) the following: 

7. The method of claim 1 further comprising the step of storing said archival address on a web 



As to claim 8 of the present application, claim 8 of cited patent recites (column 9, 
lines 6-7) the following: 

8. The method of claim 1 further comprising the step of storing said archival address on a 
personal computer. 



page. 
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As to claim 9 of the present application, claim 9 of cited patent recites (column 9, 
lines 8-1 0) the following: 

9. The method of claim 7 further comprising the step of providing information associated with 
said archival address to said web page. 

As to claim 10 of the present application, claim 1 (step 'c' of claim 1, which was 
omitted in claim 1 of the present application) of the cited patent recites (column 8, lines 
40-41) the following: 

(c) querying a data network to determine whether said broadcast item of interest 



Claim 10 of the instant application replaces the expression querying a data network to 
determine whether said broadcast item of interest is archived-- by —determining 
whether said item of interest is archived on said second medium- to yield the current 
step. It would have been obvious to one of ordinary skill in the art of searching at the 
time the invention was made to modify the cited steps as indicated above since the 
omission or addition of the cited limitations would have not changed the process 
according to which an archived item of interest are being searched in an archival (i.e. a 
file repository, database etc.). It has been held that omission of an element and its 
function in a combination where the remaining elements perform the same functions as 
before involves only routine skill in the art. In re Karlson, 136 USPQ 184 (CCPA 1963). 



is archived; 




• 
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As to claim 11 of the present application, claim 10 of cited patent recites (column 

9, lines 11-12) the following: 

10. The method of claim 1 wherein said archival address for said archived version of said item 
of interest is a URL. 



As to claim 12 of the present application, claim 1 1 of the cited patent recites 
(column 9, lines 13-34) the following: 



1 1 . An apparatus for bookmarking an archived version of a broadcasted item 
of interest comprising; 

(a) a database resident in a data network server, said database containing information related to 
availability of said archived version of said broadcasted item of interest stored on an archiving 
data network, said archived version of said broadcasted item of interest substantially replicating 
said broadcasted item of interest said network server adapted to search said database 
determining whether said broadcast item of interest is archived and notifying the viewer of said 
archival address : 

(b) a data network interface, said data network interface contained in said data network server 
and providing interconnection to the archiving data network; and 

(c) a user input device, said user input device communicating with said data network server to 
provide identification information for the broadcasted item of interest and the viewer of the 
broadcasted item of interest wherein the viewer is viewing the broadcasted item of interest on a 
broadcast medium separate from said archiving data network. 

Claim 12 of the instant application omits the expression --data- and -broadcasted- and 
-broadcast- from step 'a', 'b' and 'c' as shown in underlined italic to yield the current 
step. It omits the expression -said archived version of said broadcasted- and -said 
archived version of said broadcasted item of interest substantially replicating said 
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broadcasted item of interest, said network server adapted to search said database 
determining whether said broadcast item of interest is archived and notifying the viewer 
of said archival address- from step 'a' to yield the current step. It would have been 
obvious to one of ordinary skill in the art of searching at the time the invention was 
made to modify the cited steps as indicated above since the omission or addition of the 
cited limitations would have not changed the process according to which an archived 
item of interest are being searched in an archival (i.e. a file repository, database etc.). It 
has been held that omission of an element and its function in a combination where the 
remaining elements perform the same functions as before involves only routine skill in 
the art. In re Karlson, 1 36 USPQ 1 84 (CCPA 1 963). 

As to claim 13 of the present application, claim 12 of cited patent recites (column 
9, lines 35-36) the following: 

12. The apparatus of claim 1 1 wherein said user input device is a two-way pager. 

As to claim 14 of the present application, claim 13 of cited patent recites (column 
9, lines 37-38) the following: 

13. The apparatus of claim 12 wherein said data network server includes voice recognition 



As to claim 15 of the present application, claim 14 of cited patent recites (column 
9, lines 39-40) the following: 

14. The apparatus of claim 13 wherein said user input device is a telephone. 



software. 



Application/Control Number: 09/919,912 
Art Unit: 2175 



Page 9 



As to claim 16 of the present application, claim 15 of the cited patent recites 
(column 9, lines 41-57) the following: 



15. A method for bookmarking an archived version of a broadcast program of 
interest comprising the steps of: 

(a) receiving, at a data network server,, identification information for a 
broadcast program of interest broadcasted on a broadcast network, said 
identification information including information specifying the broadcast 
network on which said broadcast program of interest was broadcasted and 
specifying a time of broadcast of said broadcast program of interest; 

(b) querying a database to determine whether said broadcast program of interest 
is archived; determining an archival address for said archived version of said 
broadcast program of interest , said archived version substantially replicating 
said broadcast program of interest and said archived version stored on an 
archiving data network; and 

(c) bookmarking said archival address. 

Claim 16 of the instant application omits the expression -data- and -broadcasted on a 
broadcast network- and -broadcast- from step 'a' as shown in underlined italic to yield 
the current step. It omits the expression -querying a database to determine whether 
said broadcast program of interest is archived;- and -said archived version 
substantially replicating said broadcast program of interest and said archived version 
stored on an archiving data network;- from step 'b' to yield the current step. It would 
have been obvious to one of ordinary skill in the art of searching at the time the 
invention was made to modify the cited steps as indicated above since the omission or 
addition of the cited limitations would have not changed the process according to which 
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an archived item of interest are being searched in an archival (i.e. a file repository, 
database etc.); It has been held that omission of an element and its function in a 
combination where the remaining elements perform the same functions as before 
involves only routine skill in the art. In re Karlson, 136 USPQ 184 (CCPA 1963). 

As to claim 17 of the present application, claim 16 of cited patent recites (column 
9, lines 58-60) the following: 

16. The method of claim 15 wherein said step of bookmarking said archival address comprises 
the step of storing said archival address on a personal computer. 

As to claim 18 of the present application, claim 17 of cited patent recites (column 

9, lines 61 -63) the following: 

17. The method of claim 15 wherein said step of bookmarking said archival address comprises 
the step of storing said archival address on a web page. 

As to claim 19 of the present application, claim 18 of cited patent recites (column 

1 0, lines 1 -5) the following: 

18. The method of claim 15 wherein said step of receiving identification information for said 
broadcast program of interest at said data network server comprises the step of receiving an 
electronic mail message at said data network server. 



As to claim 20 of the present application, claim 19 of cited patent recites (column 
1 0, lines 6-1 0) the following: 
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19. The method of claim 15 wherein said step of receiving identification information for said 
broadcast program of interest at said data network server comprises the step of orally receiving 
said identification information at said data network server. 



As to claim 21 of the present application, claim 20 of cited patent recites (column 
10, lines 11-16) the following: 

20. The method of claim 15 wherein said information specifying said time of broadcast of said 
broadcast program of interest identifies a particular segment of said broadcast program of 
interest and said archival address is associated with said particular segment of said broadcast 
program of interest. 



As to claim 22 of the present application, claim 21 of cited patent recites (column 
1 0, lines 1 7-20) the following: 

21. The method of claim 16 further comprising the step of periodically accessing a database 
contained in said data network server to determine when said broadcast program of interest has 
been archived. 



Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 
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6. Claims 1-4,7-9,11-12,16-18 and 21 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Kelly et al. (U.S. Patent No. 5,907,322 and Kelly hereinafter). 

As to claim 1 , Kelly teaches a method for searching for an archived (i.e. "Database 

40 comprises information compiled from various sources, such as TV advertisements schedules 50 associated with 
various shows, TV show schedules 52, TV advertisers websites 62 and other websites topically related to broadcast 
content 64" ) (Examiner asserts that the database/database server on the network/internet contains information about 
archived/stored various TV shows at the broadcasters websites, which stores/archives their shows/information in 
their websites) (Fig.l; col 2, lines 35-67; col 3, lines 1-28) item Of interest (i.e. TV broadcast program e.g. a TV 
advertisement, a TV news broadcast, a TV educational or entertainment program) (Fig.l; col 2, lines 35-67; col 3, 

lines 1-28) comprising the steps of: viewing an item of interest (i.e. tv broadcast program e.g. a tv 

advertisement, a TV news broadcast, a TV educational or entertainment program) (Fig.l; col 2, lines 35-67; col 3, 
lines 1-28) On a first medium (i.e. the TV) (Fig.l; col 2, lines 35-67; col 3, lines 1-28) by a Viewer (Fig.l; 
col 2, lines 35-67; col 3, lines 1-28); providing identification information (i.e. "activity record (AR) entry 
comprises data describing the date, time, and channel is stored into an electronic memory" ... "When the viewer is 
ready to browse the websites associated with the selected broadcast events, either network access device 21, or 
personal computing device 20 of Fig.4, transmits activity table 204 comprising the AR entries and also viewer 
identifying data, such as particular demographic data, for example the postal code of the viewer's location, via on- 
line service 60 to a central database 40. ") (Examiner asserts that the viewer provides viewer identification 
information along with the TV event identifying information to the central database/database server on the 
network/internet) (Fig.l; col 2, lines 35-67; col 3, lines 1-28) for Said item of interest (i.e. TV broadcast 
program e.g. a TV advertisement, a TV news broadcast, a TV educational or entertainment program) (Fig.l; col 2, 
lines 35-67; col 3, lines 1-28) and the Viewer (i.e. the viewer identification information) (Fig.l; col 2, lines 35- 
67; col 3, lines 1-28) to a network Server (i.e. the database on the network that provides/serves information 
related to the TV event to the viewer; a server is any computer or program (i.e. database) that responds to 
commands from a client. In other words, any software entity that serves a clients request) (Fig.l; col 2, lines 35-67; 
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col 3, lines 1-28) (Fig. 1 ; col 2, lines 35-67; col 3, lines 1-28); identifying (i.e. the central database identifies the 
bookmark/URL of the TV event, which matches with the user provided identifying information) (Fig.l; col 2, lines 
35-67; col 3, lines 1-28) an archival address (i.e. "bookmarks associated with the broadcast event" or URL) 
(Fig.l; col 2, lines 35-67; col 3, lines 1-28) for an archived Version (i.e. the stored events/event related 
information, which is maintained by the broadcaster in their websites/or any other form of storage and is not the part 
of applicant's invention or Kelly's system) (Fig.l; col 2, lines 35-67; col 3, lines 1-28) Of Said item of interest 
(i.e. TV broadcast program e.g. a TV advertisement, a TV news broadcast, a TV educational or entertainment 
program) (Fig.l; col 2, lines 35-67; col 3, lines 1-28), Said archived Version (i.e. the stored events/event 
related data etc.) Of Said item Of interest (i.e. TV broadcast program e.g. a TV advertisement, a TV news 
broadcast, a TV educational or entertainment program) (Fig.l; col 2, lines 35-67; col 3, lines 1-28) (Fig.l; col 2, 
lines 35-67; col 3, lines 1-28) being Stored On a Second medium (i.e. they are stored in the broadcaster 
maintained storages e.g. websites where a website is essentially connected to a database or other forms of storage) 
(Fig.l; col 2, lines 35-67; col 3, lines 1-28); and transmitting Said archival address (i.e. transmitting the 
bookmark or the URL of the broadcaster's websites to the viewer) (Fig.l; col 2, lines 35-67; col 3, lines 1-28) for 
Said archived (i.e. stored) version Of Said item Of interest (i.e. TV broadcast program e.g. a TV 
advertisement, a TV news broadcast, a TV educational or entertainment program) (Fig.l; col 2, lines 35-67; col 3, 
lines 1-28) to the Viewer (Fig.l; col 2, lines 35-67; col 3, lines 1-28). 

As to claim 2, Kelly teaches the step of bookmarking said archival address on a 

personal Computer Of the Viewer (i.e. "Database 40 then generates a custom list of data for the user 
which indicates bookmarks associated with the broadcast event. For example this list of data could take the form, 
but not limited to, a World Wide Web (www) page on the internet "... "network access device 21 such as a set-top 
box comprising a computer system coupled to a conventional TV tuner 34, or a specialized TV having computer 
processing capability (i.e. a PCTV), both having conventional network connection capabilities or other means for 
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on-line access to the internet or other networks 60. " ) (Examiner asserts that a user sitting at a PCTV can receive 
bookmark information/URL/archival address from the network database server and bookmark the websites using a 



As to claim 3, Kelly teaches the step of providing identification information (i.e. the 

viewer provided identification information) (Fig. 1 ; col 2, lines 35-67; col 3, lines 1-28) for Said item Of 

interest includes providing information specifying a particular portion (i.e. a particular date, 

time, channel of the broadcasted event) (Fig.l; col 2, lines 35-67; col 3, lines 1-28) Of Said item Of interest 
(i.e. TV broadcast program e.g. a TV advertisement, a TV news broadcast, a TV educational or entertainment 
program) (Fig.l; col 2, lines 35-67; col 3, lines 1-28). 

AS to Claim 4, Kelly teaches that the Said information (i.e. the viewer provided identifying 

information) (Fig.l; col 2, lines 35-67; col 3, lines 1-28) specifying a particular portion of said item of 

interest (i.e. the broadcasted event) (Fig.l; col 2, lines 35-67; col 3, lines 1-28) is a time (i.e. a particular date, 
time, channel of the broadcasted event) (Fig.l; col 2, lines 35-67; col 3, lines 1-28) When Viewing Said 
particular portion (Fig. 1 ; col 2, lines 35-67; col 3, lines 1-28). 

As to claim 7, Kelly teaches the step of storing said archival address on a web 

page (i.e. "Database 40 then generates a custom list of data for the user which indicates bookmarks associated 
with the broadcast event For example this list of data could take the form, but not limited to, a World Wide Web 
(www) page on the internet. "... "network access device 21 such as a set-top box comprising a computer system 
coupled to a conventional TV tuner 34, or a specialized TV having computer processing capability (i.e. a PCTV), 
both having conventional network connection capabilities or other means for on-line access to the internet or other 
networks 60. ") (Examiner asserts that a user sitting at a PCTV can receive bookmark information/URL/archival 



generic conventional web browser) (Fig.l; col 2, lines 35-67; col 3, lines 1-28). 
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address from the network database server and bookmark the websites using a generic conventional web browser) 
(Fig.l; col 2, lines 35-67; col 3, lines 1-28). 

As to claim 8, Kelly teaches the step of storing said archival address on a 

personal Computer (i.e. "Database 40 then generates a custom list of data for the user which indicates 
bookmarks associated with the broadcast event For example this list of data could take the form, but not limited to, 
a World Wide Web (www) page on the internet. "... ''network access device 21 such as a set-top box comprising a 
computer system coupled to a conventional TV tuner 34, or a specialized TV having computer processing capability 
(i.e. a PCTV), both having conventional network connection capabilities or other means for on-line access to the 
internet or other networks 60. ") (Examiner asserts that a user sitting at a PCTV can receive bookmark 
infornmhon/URL/archival address/or any other information related to the event from the network database server 
and bookmark the websites using a generic conventional web browser; the archival address/bookmark can be stored 
in a web page also to be viewed by the viewer) (Fig.l; col 2, lines 35-67; col 3, lines 1-28). 

As to claim 9, Kelly teaches the step of providing information associated with said 

archival address to Said Web page (i.e. "Database 40 then generates a custom list of data for the user 
which indicates bookmarks associated with the broadcast event. For example this list of data could take the form, 
but not limited to, a World Wide Web (www) page on the internet. "... "network access device 21 such as a set-top 
box comprising a computer system coupled to a conventional TV tuner 34, or a specialized TV having computer 
processing capability (i.e. a PCTV), both having conventional network connection capabilities or other means for 
on-line access to the internet or other networks 60. ") (Examiner asserts that a user sitting at a PCTV can receive 
bookmark information/URL/archival address/or any other information related to the event from the network 
database server arid bookmark the websites using a generic conventional web browser; the archival 
address/bookmark can be stored in a web page also to be viewed by the viewer) (Fig. 1 ; col 2, lines 35-67; col 3, 
lines 1-28). 
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As to claim 1 1 , Kelly teaches that the archival address (i.e. the bookmark/URL) (Fig.i; 

col 2, lines 35-67; col 3, lines 1-28) for Said archived Version Of Said item (i.e. the stored 
events/shows/programs/program associated information at the broadcasters web sites) (Fig.l; col 2, lines 35-67; col 
3, lines 1-28) of interest is a URL (i.e. the bookmark) (Fig.l; col 2, lines 35-67; col 3, lines 1-28). 

As to claim 12, Kelly teaches an apparatus for bookmarking an archived (i.e. stored) 

item Of interest (i.e. TV broadcast program e.g. a TV advertisement, a TV news broadcast, a TV educational or 
entertainment program) (Fig.l; col 2, lines 35-67; col 3, lines 1-28) Comprising: a network Server (i.e. the 
database on the network that provides/serves information related to the TV event to the viewer; a server is any 
computer or program (i.e. database) that responds to commands from a client. In other words, any software entity 
that serves a clients request) (Fig.l; col 2, lines 35-67; col 3, lines 1-28) (Fig.l; col 2, lines 35-67; col 3, lines 1-28); 
a database resident in Said network Server (i.e. the database on the network that provides/serves 
information related to the TV event to the viewer; a server is any computer or program (i.e. database) that responds 
to commands from a client. In other words, any software entity that serves a clients request) (Fig.l; col 2, lines 35- 
67; col 3, lines 1-28) (Fig.l; col 2, lines 35-67; col 3, lines 1-28), Said database (i.e. the central database) 

(Fig.l; col 2, lines 35-67; col 3, lines 1-28) containing information related to availability (i.e. 

"Database 40 comprises information compiled from various sources, such as TV advertisements schedules 50 
associated with various TV shows, TV show schedules 52, TV advertisers websites 62 and other websites topically 
related to broadcast content 64. AT 204 is then used to determine which data in the database 40 should be retrieved 
and presented to the viewer. ") of an item interest (i.e. TV broadcast program e.g. a TV advertisement, a TV 
news broadcast, a TV educational or entertainment program) (Fig.l; col 2, lines 35-67; col 3, lines 1-28) Stored 
On an archiving network (i.e. the internet that is used for archiving data) (Fig.l; col 2, lines 35-67; col 3, 

lines 1-28); a network interface ) (Fig.l; col 2, lines 35-67; col 3, lines 1-28), said network interface 



Application/Control Number: 09/919,912 Page 17 

Art Unit: 2175 

(Fig.l; col 2, lines 35-67; col 3, lines 1-28) Contained in Said network Server (i.e. the database on the 
network that provides/serves information related to the TV event to the viewer; a server is any computer or program 
(i.e. database) that responds to commands from a client. In other words, any software entity that serves a clients 
request) (Fig.l; col 2, lines 35-67; col 3, lines 1-28) (Fig.l; col 2, lines 35-67; col 3, lines 1-28) and providing 
interconnection (Fig. 1 ; col 2, lines 35-67; col 3, lines 1-28) to the archiving network (i.e. the internet 
that is used for archiving data) (Fig.l; col 2, lines 35-67; col 3, lines 1-28); and 3 USer input device (Fig.l; 

col 2, lines 35-67; col 3, lines 1-28), said user input device communicating with said network 

Server (i.e. the database on the network that provides/serves information related to the TV event to the viewer; a 
server is any computer or program (i.e. database) that responds to commands from a client. In other words, any 
software entity that serves a clients request) (Fig.l; col 2, lines 35-67; col 3, lines 1-28) (Fig.l; col 2, lines 35-67; 
col 3, lines 1-28) to provide identification information (i.e. "activity record (AR) entry comprises data 
describing the date, time, and channel is stored into an electronic memory " ... " When the viewer is ready to browse 
the websites associated with the selected broadcast events, either network access device 21, or personal computing 
device 20 of Fig. 4, transmits activity table 204 comprising the AR entries and also viewer identifying data, such as 
particular demographic data, for example the postal code of the viewer 's location, via on-line service 60 to a 
central database 40. ") (Examiner asserts that the viewer provides viewer identification information along with the 
TV event identifying information to the central database/database server on the network/internet) (Fig.l; col 2, lines 
35-67; col 3, lines 1-28) for the item Of interest (i.e. TV broadcast program e.g. a TV advertisement, a TV 
news broadcast, a TV educational or entertainment program) (Fig.l; col 2, lines 35-67; col 3, lines 1-28) and the 
viewer Of the item Of interest (i.e. TV broadcast program e.g. a TV advertisement, a TV news broadcast, a 
TV educational or entertainment program) (Fig.l; col 2, lines 35-67; col 3, lines 1-28) Wherein the Viewer Of 

the item of interest is viewing the item of interest on a medium (i.e. a browser or a tv) (Fig. 1 ; 

col 2, lines 35-67; col 3, lines 1-28) Separate from a medium (i.e. they are stored in the broadcaster 
maintained storages e.g. websites where a website is essentially connected to a database or other forms of storage) 
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(Fig.i; col 2, lines 35-67; col 3, lines i-28) that stores an archived version of the item of interest 

(i.e. TV broadcast program e.g. a TV advertisement, a TV news broadcast, a TV educational or entertainment 
program) (Fig.l; col 2, lines 35-67; col 3, lines 1-28). 

As to claim 16, Kelly teaches a method for bookmarking archived items of 

interest (i.e. TV broadcast program e.g. a TV advertisement, a TV news broadcast, a TV educational or 
entertainment program) (Fig.l; col 2, lines 35-67; col 3, lines 1-28) Comprising the Steps of: receiving 
identification information (i.e. "activity record (AR) entry comprises data describing the date, time, and 
channel is stored into an electronic memory yf ... 'When the viewer is ready to browse the websites associated with 
the selected broadcast events, either network access device 21, or personal computing device 20 ofFig.4, transmits 
activity table 204 comprising the AR entries and also viewer identifying data, such as particular demographic data, 
for example the postal code of the viewer's location, via on-line service 60 to a central database 40. ") (Examiner 
asserts that the viewer provides viewer identification information along with the TV event identifying information to 
the central database/database server on the network/internet) (Fig.l; col 2, lines 35-67; col 3, lines 1-28) for a 

broadcast program of interest at a network server (i.e. the database on the network that 

provides/serves information related to the TV event to the viewer; a server is any computer or program (i.e. 
database) that responds to commands from a client. In other words, any software entity that serves a clients request) 
(Fig.l; col 2, lines 35-67; col 3, lines 1-28) (Fig.l; col 2, lines 35-67; col 3, lines 1-28), Said identification 

information including data related to the network on which said program was broadcast 
and data to determine a time of broadcast of said program (i.e. "activity record (AR) entry 

comprises data describing the date, time, and channel is stored into an electronic memory" ... "When the viewer is 
ready to browse the websites associated with the selected broadcast events, either network access device 21, or 
personal computing device 20 of Fig. 4, transmits activity table 204 comprising the AR entries and also viewer 
identifying data, such as particular demographic data, for example the postal code of the viewer 's location, via on- 
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line service 60 to a central database 40. ") (Examiner asserts that the viewer provides viewer identification 
information along with the TV event identifying information to the central database/database server on the 

network/internet) (Fig.i; col 2, lines 35-67; col 3, lines 1-28); determining an archival address for an 

archived version Of Said broadcast program (i.e. the central database identifies the bookmark/URL of 
the TV event, which matches with the user provided identifying information) (Fig.l; col 2, lines 35-67; col 3, lines 

1-28); and bookmarking said archival address (Fig.i; col 2, lines 35-67; col 3, lines 1-28). 

As to claim 17, Kelly teaches that the step of bookmarking said archival address 
comprises the step of storing said archival address on a personal computer (i.e. "Database 

r 

40 then generates a custom list of data for the user which indicates bookmarks associated with the broadcast event. 
For example this list of data could take the form, but not limited to, a World Wide Web (www) page on the 
internet. "... "network access device 21 such as a set-top box comprising a computer system coupled to a 
conventional TV tuner 34, or a specialized TV having computer processing capability (i.e. a PCTV), both having 
conventional network connection capabilities or other means for on-line access to the internet or other networks 
60. ") (Examiner asserts that a user sitting at a PCTV can receive bookmark information/URL/archival address/or 
any other information related to the event from the network database server and bookmark the websites using a 
generic conventional web browser; the archival address/bookmark can be stored in a web page also to be viewed by 
the viewer) (Fig.l; col 2, lines 35-67; col 3, lines 1-28). 

As to claim 18, Kelly teaches step of bookmarking said archival address 
comprises the step of storing said archival address on a web page (i.e. "Database 40 then 

generates a custom list of data for the user which indicates bookmarks associated with the broadcast event. For 
example this list of data could take the form, but not limited to, a World Wide Web (www) page on the internet. "... 
"network access device 21 such as a set-top box comprising a computer system coupled to a conventional TV tuner 
34, or a specialized TV having computer processing capability (i.e. a PCTV), both having conventional network 
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connection capabilities or other means for on-line access to the internet or other networks 60. ") (Examiner asserts 
that a user sitting at a PCTV can receive bookmark mfonration/URL/archival address/or any other information 
related to the event from the network database server and bookmark the websites using a generic conventional web 
browser; the archival address/bookmark can be stored in a web page also to be viewed by the viewer) (Fig. 1 ; col 2, 
lines 35-67; col 3, lines 1-28). 

As to claim 21 , Kelly teaches that the data to determine a time of broadcast of 
said program identifies a particular segment of said program (i.e. "activity record (AR) entry 

comprises data describing the date, time, and channel is stored into an electronic memory" ... " When the viewer is 
ready to browse the websites associated with the selected broadcast events, either network access device 21, or 
personal computing device 20 of Fig.4, transmits activity table 204 comprising the AR entries and also viewer 
identifying data, such as particular demographic data, for example the postal code of the viewer's location, via on- 
line service 60 to a central database 40. ") (Examiner asserts that the viewer provides viewer identification 
information along with the TV event identifying information to the central database/database server on the 
network/internet) (Fig.l; col 2, lines 35-67; col 3, lines 1-28) and said archival address is associated 
With said particular Segment Of said program (i.e. the central database identifies the bookmark/URL of 



the TV event, which matches with the user provided identifying information) (Fig.l; col 2, lines 35-67; col 3, lines 
1-28). . 



7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 



Claim Rejections - 35 USC § 103 
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the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 5 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Kelly et al. (U.S. Patent No. 5,907,322 and Kelly hereinafter) in view of Jeff Pelline ("The 

San Francisco Chronicle", January 18, 1996 and Pelline hereinafter). 

The teachings of Kelly have been discussed above. 

As to claim 5, Kelly teaches the step of providing identification information (i.e. 

"activity record (AR) entry comprises data describing the date, time, and channel is stored into an electronic 
memory" ... 'When the viewer is ready to browse the websites associated with the selected broadcast events, either 
network access device 21, or personal computing device 20 of FigA, transmits activity table 204 comprising the AR 
entries and also viewer identifying data, such as particular demographic data, for example the postal code of the 
viewer 's location, via on-line service 60 to a central database 40. ") (Examiner asserts that the viewer provides 
viewer identification information along with the TV event identifying information to the central database/database 
server on the network/internet) (Fig. 1; col 2, lines 35-67; col 3, lines 1-28) for Said item Of interest (i.e. TV 
broadcast program e.g. a TV advertisement, a TV news broadcast, a TV educational or entertainment program) 
(Fig.l; col 2, lines 35-67; col 3, lines 1-28) to Said network Server (i.e. the database on the network that 
provides/serves information related to the TV event to the viewer; a server is any computer or program (i.e. 
database) that responds to commands from a client. In other words, any software entity that serves a clients request) 
(Fig.l; col 2, lines 35-67; col 3, lines 1-28) (Fig.l; col 2, lines 35-67; col 3, lines 1-28). 

Kelly does not teach sending an electronic mail message to said network server. 
Pelline teaches sending an electronic mail message to said network server (i.e. a 

magic box/network computer which is analogous to a PC/laptop but with two-way pager, telephone, e-mail and 
other basic features) (page 1, lines 1-38). 
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It would have been obvious to a person of ordinary skill in the art at the time of 
Applicant's invention to modify the teachings of Kelly with the teachings of Pelline to 
include sending an electronic mail message to said network server with the motivation 
to use Oracle's $500 network computer, which allows one to surf the internet, send e- 

mail and perform word processing (Pelline, page 1, lines 2-3 and lines 13-14). 

As to claim 19, Kelly teaches the step of receiving identification information (i.e. 

"activity record (AR) entry comprises data describing the date, time, and channel is stored into an electronic 
memory" ... "When the viewer is ready to browse the websites associated with the selected broadcast events, either 
network access device 21, or personal computing device 20 of FigA, transmits activity table 204 comprising the AR 
entries and also viewer identifying data, such as particular demographic data, for example the postal code of the 
viewer 's location, via on-line service 60 to a central database 40. ") (Examiner asserts that the viewer provides 
viewer identification information along with the TV event identifying information to the central database/database 
server on the network/internet) (Fig.l; col 2, lines 35-67; col 3, lines 1-28) for Said broadcast program of 
interest (i.e. TV broadcast program e.g. a TV advertisement, a TV news broadcast, a TV educational or 
entertainment program) (Fig.l; col 2, lines 35-67; col 3, lines 1-28) at Said network Server (i.e. the database 
on the network that provides/serves information related to the TV event to the viewer; a server is any computer or 
program (i.e. database) that responds to commands from a client. In other words, any software entity that serves a 
clients request) (Fig.l; col 2, lines 35-67; col 3, lines 1-28) (Fig.l; col 2, lines 35-67; col 3, lines 1-28). 

Kelly does not teach receiving an electronic mail message at said network 

server. 

Pelline teaches receiving an electronic mail message at said network server (i.e. a 

magic box/network computer which is analogous to a PC/laptop but with two-way pager, telephone, e-mail and 
other basic features) (page 1, lines 1-38). 
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It would have been obvious to a person of ordinary skill in the art at the time of 
Applicant's invention to modify the teachings of Kelly with the teachings of Pelline to 
include receiving an electronic mail message at said network server with the motivation 
to use Oracle's $500 network computer, which allows one to surf the internet, send e- 

mail and perform Word processing (Pelline, page 1, lines 2-3 and lines 13-14). 

9. Claims 6,13,14,15 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kelly et al. (U.S. Patent No. 5,907,322 and Kelly hereinafter) as 
discussed in the above rejections in view of Rob Guth ("Oracle unveils Internet Toaster' 
prototypes, SunWorld, march, 1996 and Guth hereinafter). 
The teachings of Kelly have been discussed above. 

As to claim 6, Kelly teaches step of providing identification information (i.e. "activity 

record (AR) entry comprises data describing the date, time, and channel is stored into an electronic memory" ... 
'When the viewer is ready to browse the websites associated with the selected broadcast events, either network 
access device 21, or personal computing device 20 of Fig.4, transmits activity table 204 comprising the AR entries 
and also viewer identifying data, such as particular demographic data, for example the postal code of the viewer 's 
location, via on-line service 60 to a central database 40. ") (Examiner asserts that the viewer provides viewer 
identification information along with the TV event identifying information to the central database/database server on 
the network/internet) (Fig.l; col 2, lines 35-67; col 3, lines 1-28) for Said item Of interest (i.e. TV broadcast 
program e.g. a TV advertisement, a TV news broadcast, a TV educational or entertainment program) (Fig.l; col 2, 
lines 35-67; col 3, lines 1-28) to Said network Server (i.e. the database on the network that provides/serves 
information related to the TV event to the viewer; a server is any computer or program (i.e. database) that responds 
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to commands from a client. In other words, any software entity that serves a clients request) (Fig. 1 ; col 2, lines 35- 
67; col 3, lines 1-28) (Fig.l; col 2, lines 35-67; col 3, lines 1-28). 

Kelly does not teach orally communicating information to said network server. 
Guth teaches orally communicating information to said network server (i.e. a magic 

box/network computer which is analogous to a PC/laptop but with two-way pager, telephone and other basic 
features communicates to a network server) (Guth, page 1, lines 7-15). 

It would have been obvious to a person of ordinary skill in the art at the time of 
Applicant's invention to modify the teachings of Kelly with the teachings of Guth to 
include orally communicating information to said network server with the motivation to 
use a low-cost network access device that would sell for less than $500 (Guth, page 1, lines 

3-4). 

As to claim 13, Kelly does not teach that the user input device is a two-way 

pager. 

Guth teaches that the user input device is a two-way pager (i.e. a magic box/network 

computer which is analogous to a PC/laptop but with two-way pager, telephone and other basic features) (Guth, 
page 1, lines 5-15). 

It would have been obvious to a person of ordinary skill in the art at the time of 
Applicant's invention to modify the teachings of Kelly with the teachings of Guth to 
include that the user input device is a two-way pager with the motivation to use a low- 
cost network access device that would sell for less than $500 (Guth, page 1, lines 3-4). 
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As to claim 14, Kelly does not teach that the network server includes voice 
recognition software. 

Guth teaches that the network server includes voice recognition software (i.e. a 

magic box/network computer which is analogous to a PC/laptop but with two-way pager, telephone and other basic 
features communicates to a network server) (Examiner asserts that the telephone is communicating to the network 
server; therefore for the network server to interpret the voice from the telephone, it needs to recognize the voice and 
hence must have a voice recognition software, and also numerous age old PCs come with voice recognition 
software) (Guth, page 1, lines 5-15). 

It would have been obvious to a person of ordinary skill in the art at the time of 
Applicant's invention to modify the teachings of Kelly with the teachings of Guth to 
include that the network server includes voice recognition software with the motivation 
to use a low-cost network access device that would sell for less than $500 (Guth, page l, 

lines 3-4). 

As to claim 15, Kelly does not teach that the user input device is a telephone. 
Guth teaches that the user input device is a telephone (i.e. a magic box/network 

computer which is analogous to a PC/laptop but with two-way pager, telephone and other basic features and 
communicates to a network) (Guth, page 1, lines 5-15). 

It would have been obvious to a person of ordinary skill in the art at the time of 
Applicant's invention to modify the teachings of Kelly with the teachings of Guth to 
include that the user input device is a telephone with the motivation to use a low-cost 
network access device that would sell for less than $500 (Guth, page 1, lines 3-4). 
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As to claim 20, Kelly teaches step of receiving identification information (i.e. 

"activity record (AR) entry comprises data describing the date, time, and channel is stored into an electronic 
memory" ... "When the viewer is ready to browse the websites associated with the selected broadcast events, either 
network access device 21, or personal computing device 20 of Fig.4, transmits activity table 204 comprising the AR 
entries and also viewer identifying data, such as particular demographic data, for example the postal code of the 
viewer's location, via on-line service 60 to a central database 40. ") (Examiner asserts that the viewer provides 
viewer identification information along with the TV event identifying information to the central database/database 
server on the network/internet) (Fig. 1; col 2, lines 35-67; col 3, lines 1-28) for Said item Of interest (i.e. TV 
broadcast program e.g. a TV advertisement, a TV news broadcast, a TV educational or entertainment program) 
(Fig.l; col 2, lines 35-67; col 3, lines 1-28) at Said network Server (i.e. the database on the network that 
provides/serves information related to the TV event to the viewer; a server is any computer or program (i.e. 
database) that responds to commands from a client. In other words, any software entity that serves a clients request) 
(Fig.l; col 2, lines 35-67; col 3, lines 1-28) (Fig.l; col 2, lines 35-67; col 3, lines 1-28). 

Kelly does not teach orally communicating information to said network server. 
Guth teaches orally communicating information to said network server (i.e. a magic 

box/network computer which is analogous to a PC/laptop but with two-way pager, telephone and other basic 
features communicates to a network server) (Guth, page 1, lines 7-15). 

It would have been obvious to a person of ordinary skill in the art at the time of 
Applicant's invention to modify the teachings of Kelly with the teachings of Guth to 
include orally communicating information to said network server with the motivation to 
use a low-cost network access device that would sell for less than $500 (Guth, page i, lines 

3-4). 
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10. Claims 10 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kelly et al. (U.S. Patent No. 5,907,322 and Kelly hereinafter) as discussed in the 
above rejections in view of Jakob Nielsen (U.S. Patent No. 5,890,164 and Nielsen 
hereinafter). 

The teachings of Kelly have been discussed above. 

As to claim 10, Kelly does not teach the step of determining whether said item of 
interest is archived on said second medium. 

Nielsen teaches determining whether said item of interest (i.e. a file; a web tv show or 

a web page is also a file) (abstract; col 1, lines 30-42) is archived (i.e. "the system monitors a large number of 
information sources such as pages on the World Wide Web, a user may not have time to normally look at each 
source at regular intervals'' ) (Examiner asserts that the system looks for changes in the websites and therefore is 
able to detect a file (i.e. the item of interest) is archived/stored in the web sites) (Abstract; col 1, lines 30-42) On 
Said Second medium (i.e. web sites) (abstract; col 1, lines 30-42). 

It would have been obvious to a person of ordinary skill in the art at the time of 
Applicant's invention to modify the teachings of Kelly with the teachings of Nielson to 
include determining whether said item of interest is archived on said second medium 
with the motivation to help a user monitor web pages because the user may not have 
time to normally look at each source at regular intervals (Nielson, Abstract, lines 1-3). 

As to claim 22, Kelly does not teach the step of periodically accessing a 
database contained in said network server to determine when said broadcast program 
of interest has been archived. 
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Nielson teaches the step of periodically accessing a database contained in said 

network Server (i.e. web sites/pages, which are stored in a database/file repository on the network/internet and 
the system monitors/accesses the database and therefore is able to determine when a new file (i.e. the broadcast TV 
show) is stored/archived in the database/file repository) (abstract; col 1, lines 52-60) to determine When Said 

broadcast program of interest (i.e. the files/web pages etc.) (abstract; col i, lines 52-60) has been 

archived (abstract; col 1, lines 52-60). 

It would have been obvious to a person of ordinary skill in the art at the time of 
Applicant's invention to modify the teachings of Kelly with the teachings of Nielson to 
include periodically accessing a database contained in said network server to determine 
when said broadcast program of interest has been archived with the motivation to help a 
user monitor web pages because the user may not have time to normally look at each 

source at regular intervals (Nielson, abstract, lines 1-3). 
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